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Period forRelT^^^ "^^^^'^-atlon appears on the cov er sh ndence address 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION " '^^'^^^^^^ 

• ^^t^^l!^ .nnoe.en,however,.a,a.ep,.eti.e,.ed 

status 

1)S Responsive to communication(s) filed on 16 April 2004 . 
2a)n This action. is FINAL. 2b)n This action is non-final. 

3) IEI Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s)laA7cL3il5 is/are pending in the application. 

4a) Of the above claim(s) 6:15 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) i_3::5 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s)__ — are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)H The drawing(s) filed on 22 May 2001 is/are: aM accepted or b)D objected to by the Examiner 
Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 85(a) 
.'^«P'^'=«'"«."!.«?^awj"9 sheet(s) incjuding.th^ is.required.if the dnawing(s) is objected to. See-37-eFR-1121(d) - 

1 1 )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(a)-fd) or (f) 
a)D All b)n Some * c)^ None of: v / v / v y- 

1 •□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received 
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9\rnM«f!o u , ^ ^oa^; 4) LJ Interview Summary (PTO-413) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s}/Mail Date 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

itl*^ on''«ilT„r! P^*^"*^^ '^^l^"^^'^ a printed publication in this or a foreign country or in public 
states y®^' P"°^ to date of application for patent in the United 

Claims 1 and 3 are rejected under 35 U.s;c. 102(b) as being clearly anticipated 
by Shigeru et al. (JP 2000-083389). Shigeru et al. show (fig. 1) an electromechanical 
actuator (1 ) comprising a high conductivity conjugated polymer element (1 ) other than a 
polypryyole element having an electrical conductivity of > 1 50 S/cm, wherein said 
element actuates by linear extension/contraction (see line 1 of SOLUTION). 

The high-conductivity conjugated polymer is prefDared from a monomer selected 
from the group consisting of aniline (line 2 of SOLUTION), thiophene, phenylene, 
vinylene and derivatives thereof. 

Claim Rejections ' 35 use § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth .n section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at me time the 

SlabilI''.h"'J?nrh^ ''^T "^f '"9 skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shigeru et al. (JP 2000-083389) in view of Hiroshi et al. (JP 2000-261054). Given the 
invention of Shigeru et al. as noted above, use of derivatives for the high-conductivity 
conjugated polymer is not discussed. 
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Hiroshi et al. notes in his SOLUTION an actuator of a resin composition which is 
a copolymer acrylic ester having an alkyi group whose carbon number is 2. 

It would have been obvious to one having ordinary skill in the art to have the 
material of Hiroshi et al. in the device of Shigeru et al. at the time their invention was 
made since this is an equivalent material as noted by the Applicants in their material 
options in their claims. Additionally, it would have been obvious to employ the material 
of Hiroshi et al. for expansion and contraction when actuated because such motions are 
capable of doing useful work as is clear from Shigeru et al. 

Finally, it would have been obvious to one having ordinary skill In the art at the 
time the invention was made to select for the actuator material a derivative of high- 
conductivity conjugated polymer since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 1 25 USPQ 416. Note that the 
applicants themselves offer at least 1 1 possible materials for their actuator. 

Canclusioh 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Armgarth et al. (US 6,587,250) note (col. 6, II. 14-23) that an 
electrochemically active element which is comprised of an electrochromic element such 
as polyanilene (col. 1 , II. 44-47) is known. However the date of that patent does not 
meet the requirements for application of that patent against the present invention under 
any of the sections of U.S.C. 1 02, consequently it cannot be applied. 
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Direct inquiry concerning this action to Examiner Dougherty at (571) 272-2022 



tmd 



May 20, 2004 




